Fax sent : 2826596165 



NDDQ LLP 



68-82-06 68:35 Pg 



Serial Ho. 10/509,112 GRMOOmS Gt al. -FP 533?^ 

Ci -alkyl , Cj -C4 ^alkoxy, -Cio -cycloalkyl , or Ci -Q --haloalkyl^ " arid 
the par:ticular euEOjodiments of Ri which were recited in Claim \ 2 have 
been deleted. Claiim 7 has been amended to independ^tly defdncl the 
meaning of R^, and the reference to the first-mentioned iorxi^l;a in 
Claim 8 as formula T where ■ H" has been deleted. Claims 9 and 10 
have been revised to recite, as needed, the definitions of Ri to 
and Het corresponding to the definitions set forth in Claim f^^^^ 
tionally, applicants have added new Claims 13, 15, 16 and IB, dependr^ 
ing on 1, 6^ 7 and 10, respectively, which further spec i£y the nature 
of as fCi-C4-SLlkyl, Cs^Cio-cyclQalkyl^ or Ci-C4'^haloalkyi.'' New 

Claim 14 depends on Claim 2 and recites the particular dendtatiotis 
deleted from Claim 2, and Claim 17 depends on Claim 9 and relates to. 
certain embodiments of the respective compounds. No hew. m^^tter has 
been added. 

The Examiner rejected Claims 7 to 10 under 35 UvS.C. . 12, >as: 

being . indefinite . .. . 

- As concerns Claim 7 the Examiner took the posi'tion that; is ^ was 
unclear whether the definition of R^ was in accordance with Claim or 
with Claim 1. The issue has been obviated by applxcaxs^s : amendmiejbit/ 
which introduces a specific definition of in Claim 7. 

- As concerns Claim 8 the Examiner criticized that the . denotation' 
r3 . H lacked proper antecedent basis. The respective wording: has b^ti 
deleted so that the Examiner's criticism is no longer ^Lpplicable. 

- As concerns Claims 9 and 10 the Examiner pointied out that the-' 
claims lacked a definition of the radicals Ri to R* and Het and appil:^- 
cants have, accordingly introduced the respective eleiaents. 

In light of the foregoing and the attached.. Claims 7 ; to IQ are 
therefore deemed to fully comply with the requirements of ' Sectipn 
112, 12. Favorable reconsideration of the Examiner's E^sit^ion and 
withdrawal of the respective rejection is respectfully solicited. 

The Examiner rejected Claim 9 under 35 U.S.C. §ld2(e} as being 
anticipated by the teaching of GtrammBiios et ai, (us 2005--0107619) ; BOiv'^ 
ever, anticipation under Section 102(e) requires that the iiKven.t^i£ipn 
be described in • ^ 

(1) an application for patent, published under ' section 122(b) ,: by 
another filed in the United States before tAe inVeht£6n by\t^ 
applicant for patent or 
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(2> a patent granted on an application for patent by ^^nother filed iii 
the United States before the invention by tho applicant tor pati:- 
ent !> * . • 

{emphasis ddcfed) , The invention by applicants was at liea&t as early as. 
March 28. 2002 . ie* the. date of the German applidartion of which the . .. 
present application claims priority. 2) qjiie earliest effective U.S^ ; 
filing date Of GrammBuos et al* is March 12, 2003* such/; the- 

Grammenos et al* reference does not constitute prior art lindei Sj^c-r 
tion 102(e) ,3) It is therefore respectfully requested ibhat the xespec*- 
tive rejection be withdrawn. Favorable action is solicited. 

Further, the Examiner rejected Claim 10 under; 35 u*s.Cy Si02<e) 
as being anticipated by the teaching of Sakagaclii (US 6,762/32i): The 
Examiner pointed in this regard in particular to coic^unds enuinerated 
in the reference which carry a fluoromethyloxy. group in the position 
corresponding to applicants' moiety Ri, However^ Claim 10 as herewith . 
presented by applicants requires that the moiety .B^ be /'/jaJosreiJ,,. 
Cj*^4-^l^yl/ Ci-C4~alkoxy, C^-Cio-cycloalkyl^ or Ci^4~hal6alkyl\r ^As 
such, the fluoromethyloxy substituted compounds of the reference axe . 
clearly outside of the realm of applicants' Claim 10. 

i^ticipation under Section 102 can be found only if a reference . . 
shows, exactly what is claimed,^) In li^ht of the particuliu: defipiatiofh, : 
of applicants' moiety R^^ the teaching of Sakaguchi cannot be deemed, tb 
show exactly what is claimed by applicants' Claim 10. Accordingly y:' 
the teaching of Sakaguchi cannot be deemed to anticipate the subject 
matter of applicaxits' claim. It is therefore respectfully requested 
that the respective rejection be withdrawn. Favorable action is so- 
licited.. . . .... 

The Examiner indicated that Claims 1 to 6, 11 and 12 were ailo>?- 
able^ and the same should in light of the foregoing ^pply to Cla^ois 7 
to lOr as well as newly added Claims 13 to 18 which depend, eithe^. 
directly or indirectly upon Claims 1, 6 and 10.. The applicaii'lbn 
should therefore be in condition for allowance/ and" favorable action 
by the Examiner is respectfully solicited. . 

2) A»celpti of the cartlfied copy of the priority doousoent was aoknowledged by;, the \ 
Sstanftiner on foacia PTOL-326 which .accompanied tbo offipe action. ' . 

3) Applicant? have initiated tha translation o£ the Geman prioirity docusoent into; the 
Soglisb language and a copy o£ the translation nee ting the. ;req:(iiremfint4 of Rul6'55> 
will be f ocw^ded to the Es&aniner as soon ae it heoomes 4vaiial>^« . .V 

4) Cf. Titaniun HetalB Corp. v. Banner, 778 F.2d 775; 227 USPQ 773 (Fed. Cir; I9j|5[); 
xn re Marffh^ll, .577 F.2d 301, 198 USPQ 344 (CCI^A I978>.; in re Kalia, 378 F. 2d 959, 
154 U^>a 10 (CdPA 1967). 
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Please charge any shortage in fees due in connection wijth jthe 
filing of this paper, including Extension of Time fofes^ to Dygposit 
Account No, 14. 1437. Please credit any excess fees to such cfepp^it 
account. 

Hespect^lly suhiaitte< 



Custosnar lilo.s 26474 
1300 Eye Street,. N.W. 
Suite 400 Bast Tower 
Washington / D , C • 2 0 00^5 
(202) 659-0100 




No. 36/902 



End*) Claim Am^dmbhts (S^pendix I) 
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